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REMARKS 

Claims 33-67 are pending in this application and have been rejected. By this 
Amendment, claims 33, 35, 38, 43, 45, 48, 53, 55, 57 and have been amended and claims 39, 
41, 42, 49, 51, 52, 58, 60, 61, 66 and 67 have been cancelled. Therefore claims 33-38, 40, 
43-48, 50, 53-57, 59 and 62-64 are at issue. 

Applicants traverse the rejection of independent claims 33, 45 and 55, as well as their 
respective depending claims. By this Response, claim 1 has been amended, 1 incorporating 
the subject matter of dependent claims 38, 39, 41 and 42, to specify an electric motor, inter 
alia, wherein at least one of the bearing assemblies includes a bearing, a shaft lip seal, a one 
way check seal and a slinger disposed on an outer face of the bearing assembly, the slinger 
substantially covering the check seal and wherein the motor casing and the casing closures 
define a motor housing and the motor housing includes a breather plug constructed from a 
breathable membrane. 

Claim 45 has similarly been amended, incorporating some of the subject matter of 
dependent claim 48, as well as the subject matter of dependent claims 49, 51 and 52, to 
specify, inter alia, an electric motor wherein at least one of the bearing assemblies includes a 
bearing, a shaft lip seal, a one way check seal and a slinger disposed on an outer face of the 
bearing assembly, the slinger substantially covering the check seal and wherein the motor 
casing and the casing closures define a motor housing and the motor housing includes a 
breather plug constructed from a breathable membrane. 

Claim 55 has also been similarly amended, incorporating some of the subject matter 
of dependent claim 57, as well as the subject matter of dependent claims 58, 60 and 61, to 
specify, inter alia, an electric motor wherein at least one of the bearing assemblies includes a 
bearing, a shaft lip seal, a one way check seal and a slinger disposed on an outer face of the 
bearing assembly, the slinger substantially covering the check seal and wherein the motor 
casing and the casing closures define a motor housing and the motor housing includes a 
breather plug constructed from a breathable membrane. 



1 Certain other claim amendments were made but which applicants submit do not affect the patentability 

of the claims. In particular, claim 1 has been amended to eliminate the requirement that the motor casing is 
generally cylindrical. Additionally, claims 1, 45 and 55 have been amended to eliminiate the need for a gap, 
filled with the encapsulating material, between the stator core and the casing. Rather these claims, as amended, 
require that, to the extent there is a gap, the gap is substantially filled. 
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Claims 38, 39, 48, 49, 57 and 58, which now have been substantially incorporated 
into their respective independent claims, were rejected under 35 USC § 103(a) as being 
unpatentable over McAvena, U.S. Pat. No. 5,095,612, in view of Zimmerman, U.S. Pat. No. 
3,638,055, in view of Nakamura et al., U.S. Pat. No. 5,490,319, further in view of Iketani, 
U.S. Pub. Pat. Appn. No. 2005/0062233. 

Claims 41, 42, 51, 52, 60 and 61, which also now have been substantially 
incorporated into their respective independent claims, were rejected under 35 USC § 103(a) as 
being unpatentable over McAvena, U.S. Pat. No. 5,095,612, in view of Zimmerman, U.S. 
Pat. No. 3,638,055, in view of Nakamura et al., U.S. Pat. No. 5,490,319, further in view of 
Mashiko, European Pat. Appn. No. EP 1 363 069. 

Thus a combination of five references would be needed to support obviousness 
rejections of the claims, as amended. And as held by the Federal Circuit: 

As this court has stated, "virtually all [inventions] are 
combinations of old elements." Therefore an examiner may 
often find every element of a claimed invention in the prior art. 
If identification of each claimed element in the prior art were 
sufficient to negate patentability, very few patents would ever 
issue. Furthermore, rejecting patents solely by finding prior art 
corollaries for the claimed elements would permit an examiner 
to use the claimed invention itself as a blueprint for piecing 
together elements in the prior art to defeat the patentability of 
the claimed invention. Such an approach would be "an illogical 
and inappropriate process by which to determine patentability." 
(citations omitted) 
In re Rouffet, 149 F.3d 1350, 1357 (Fed. Cir. 1998). 

While the Examiner has identified several references as disclosing individual 
elements of the claims, there is no teaching that the individual elements be combined to 
provide a motor, as now claimed. 

An applicant can rebut a finding of obviousness by submitting evidence of secondary 
considerations and of the nexus between the secondary considerations and the merits of the 
invention. As also held by the Federal Circuit: 

On appeal to the Board, an applicant can overcome a rejection 
... by rebutting the prima facie case with evidence of secondary 
indicia of nonobviousness. 

Id at 1355. 
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Secondary considerations include long-felt need, commercial success and copying by 
others. Id. 

A prima facie case of nexus is generally established upon a showing that (1) there is 
commercial success; and (2) the product that is commercially successful is the invention 
disclosed and claimed in the patent. Once the nexus is established, the evidence should be 
accorded substantial weight. In re GPAC, 57 F.3d 1573, 1580 (Fed. Cir. 1995) 

With this Response, applicants have submitted an Affidavit of Gary M. Wilson Under 
37 CFR §1.132, and an Affidavit of Mark Hill Under 37 CFR §1.132, as evidence of 
secondary considerations. This evidence includes evidence of commercial success of the 
assignee's HydroDuty motor, which embodies the claimed invention. This evidence also 
includes evidence of the nexus between the commercial success and applicants' invention, 
the long- felt need for applicants' invention and the copying by others of applicants' 
invention. 

Specifically Mr. Wilson states, inter alia, that since the introduction of Franklin 
Electric's HydroDuty motor in January of 2004, sales have consistently increased, while at 
the same time Franklin has achieved a sales price premium in the range of 50% to 300% over 
that of conventional washdown motors sold by Franklin's competitors. Mr. Wilson also 
states of the long-felt need for durable washdown motors and how the HydroDuty motor has 
satisfied that need. Finally Mr. Wilson states of his understanding of the copying of 
Franklin's claimed features by its competitor, Baldor Electric Company. 

Mr. Hill discusses the durability of the HydroDuty motor, which has satisfies a long- 
felt need for durable washdown motors. Mr. Hill also discusses the price premium which end 
users are willing to pay for the HydroDuty motor. 



11 



Application No.: 10/678,611 



Docket No.: 06011/38140 



In view of this evidence of secondary considerations, and the nexus between the 
secondary considerations and the merits of the invention, it is believed that the claims as now 
pending are in condition for allowance. Accordingly a prompt and favorable response on the 
merits is respectfully requested. Should the Examiner have any questions, a telephone call to 
the undersigned is respectfully requested. 

October 18, 2005 Respectfully submitted, 

■ Thomas K. Stine 

Registration No.: 32,310 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 

(312)474-6300 

Attorney for Applicant 
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